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DETAILED ACTION 

Claim Objections 

1 . Claim 34 is objected to because of the following informalities: The applicant 
elected Group I (a method, set top box, and communication system that are operable in 
internet mode) in the Election/Restriction requirement that was mailed out on 1/38/2008. 
Group I consists of claims 2-4, 22, 24-26, 40-41 , 43-44, and 57. The claims that were 
submitted by the applicant in response to the restriction identify claim 34 as "Currently 
Amended" instead of "Withdrawn". Since the applicant elected Group I in response to 
the Election/Restriction requirement and claim 34 is not part of the elected group, claim 
34 will be withdrawn from consideration. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2, 24, 25, and 43 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kuwabara et al. (hereinafter referred to as Kuwabara) (EP 0746119 
A2). 



Claims 1, 24, and 43: 
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Kuwabara discloses a method/IRD/and system for transmitting a television programme 
and other data, comprising the steps:- 

at a transmitting system, of transmitting a digital data stream containing at least one 
television programme; at a user's receiver/decoder, of: receiving the digital data stream; 
in a television mode: extracting such a television programme from the digital data 
stream; and supplying the extracted television programme to a television (see figs. 3-4); 

in an Internet mode: 

using a modem to dial up a communications centre (see fig. 4); 

receiving an Internet request from the user; and transmitting the received Internet 
request via the modem to the communications centre (see fig. 3-4 and col. 1 lines 21-34 
and col. 33 lines 41-52) ; 

at the communications centre, of:- 

receiving such an Internet request; obtaining from the Internet a response to the 
received Internet request(see fig. 3-4, 6 and col. 33 lines 41-52); and 

supplying the Internet response to the transmitting system (see fig. 6); 
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at the transmitting system, of integrating the supplied Internet response into the digital 
data stream (see col. 34 lines 25-49); and 

at the receiver/decoder, in the Internet mode, of: 

extracting the Internet response from the digital data stream; 

and supplying the extracted Internet response to the user (see col. 34 lines 43-46). 

Claims 2 and 25: 

Kuwabara discloses A method as claimed in claim 1 , wherein the extracted 

Internet response is supplied to the user by being displayed on the television (see fig. 

6). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 4, 26, 40, and 44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kuwabara in view of Broadwin et al. (hereinafter referred to as 
Broadwin) (US Pat. 5,903,816). 
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Claims 3 and 26: 

Kuwabara discloses the method of claim 1 (as discussed previously). Kuwabara 
discloses wherein the extracted Internet response is supplied to the user via a monitor 
or television (see col. 34 lines 43-46); however, Kuwabara is silent as to whether the 
response is supplied to the user via a computer connected to the receiver/decoder. 

Broadwin, an inventor from the same or a similar field, discloses a method where 
requested data is supplied to the user from a transmission system via a computer 
connected to the receiver/decoder (see col. 5 lines 37-53). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the inventions of Kuwabara and Broadwin because it would have 
allowed the television viewer to view requested Internet data on a computer monitor 
without blocking out desired television programmes on the TV set. 

Claims 4, 40, and 44: 

Kuwabara discloses the method of claim 1 (as discussed previously). Kuwabara does 
not disclose "at the transmitting system, integrating into the digital data stream 
application code for an application for causing the receiver/decoder to operate in the 
Internet mode; and 
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at the receiver/decoder, in a download mode: extracting the application code from the 
digital data stream; and 

starting the application defined by the extracted application code to cause the 
receiver/decoder to operate in the Internet mode." 

Broadwin discloses a method where application code is integrated in the digital data 
stream at the transmitting system. When the receiver/decoder extracts the application 
code from the digital stream it causes the receiver/decoder to execute the application 
(see col. 9 lines 21-28 and 38-41). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the inventions of Kuwabara and Broadwin because it would have 
enabled the communication center (as disclosed by Kuwabara) to transmit Internet data 
that related to the television programmes being viewed by the viewer. 

6. Claims 22, 41, and 57 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kuwabara in view of Dokic (US Pat 5,959,659). 

Claims 22, 41, and 57: 

Kuwabara discloses the method of claim 1 (as discussed previously). Kuwabara 
discloses that the transmitting system transmits the digital data stream in an MPEG 
format, and the data other than the television programme(s) is included in the MPEG 
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data stream. Kuwabara is silent as to transmitting the other data "in at least one private 
section of the MPEG stream." 

Dokic, an inventor from the same or a similar field, discloses transmitting data other 
than television programme(s) in the private section of the MPEG data stream. Dokic 
goes on to say that "the MPEG standard sets forth the syntax for an MPEG-2 transport 
stream that contains audio, video, and private data" (see col.1 lines 28-31 . Since 
sending data other than television programme(s) in "at least one private section of the 
MPEG stream" was part of the MPEG standard, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the invention of 
Kuwabara and the teachings of Dokic in order to be able to send data other than 
television programme(s) in an MPEG transport stream. 
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Conclusion 
References Cited 

1 . Goldman et al. (US Pat. 5,535,216) discloses sending private data in an MPEG 
transport stream. 

2. Wagner et al. (US Pat. 5,761 ,602) discloses sending internet data to clients set 
top boxes via the cable/satellite TV system head-end. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SARI SAWAGED whose telephone number is (571)270- 
5085. The examiner can normally be reached on Mon-Thurs, 9:00AM-5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ANDREW KOENIG can be reached on (571) 272-7296. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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